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DETAILED ACTION 
Response to Amendment 

The amendment filed on November 11,2003 is objected to under 35 U.S.C. 132 
because it introduces new matter into the disclosure. 35 U.S.C. 132 states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material, which is not supported by the original disclosure, is as follows: 

In the amended claim 8, the recitation calling for “an adhesive property of the 
surface of the at least one spacer opposing another substrate is lower than an adhesive 
property of the substrates ” constitutes new matter . The original disclosure as filed and 
particularly the portion of the specification (p. 18, lines 14-19) pointed out by the 
Applicant in the response to the previous Office action states that: “As measures to 
remove color material particles attached on the upper surface of the spacer or to prevent 
them from attaching thereon, for example, setting the adhesive property of the opposed 
surface lower than that o f the second substrate . ” This means only one substrate NOT 
both substrates . 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Specification 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 1-9 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter, which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention . 

Claims 1 and 7 recite “ while maintaining a predetermined amount of the plurality of 
color material particles distributed on the at least one of the substrates, superimposing 
another of the substrates thereon. ” The specification fails to sufficiently disclose how the 

amount of the plurality of color material particles distributed on the at least one of the 
substrates is maintained , and how to superimpose another of the substrates thereon at 
the same time (while) as alleged by Applicant. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

Claim 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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In the last clause of claims 1 and 7, the recitation calling for ““while maintaining a 
predetermined amount of the plurality of color material particles distributed on the at least 
one of the substrates, superinwosin s another of the substrates thereon. ” can be construed 

that the plurality of color material particles are distributed on more than one of the 
substrates that is both of the substrates , than which substrate is considered to be the 
substrate that is to be superimposed with the “ another of the substrates,” and which 
substrate is the “ another of the substrates”? 

All claims that are depended from the above-mentioned claims and are not 
specifically discussed above are rejected as bearing the defects of the claims from 
which they depend. 


Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 

use or on sale in this country, more than one year prior to the date of application for patent in the United 

States. 

Claims 1, 7 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kamio et al. (US6154265A). 

Kamio et al. teach (col. 45, line 52 to col. 48, line 24, col. 61 lines 15-27; and 
Figs. 16-19) an image display medium and a method of manufacturing said image 
display medium comprising: 

(Claims 1 and 7) 
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• providing substantially flat substrates 122a/122b, one of the substrate having 
at least one spacer 121 disposed thereon; 

• disposing a plurality of coior material particles (dye) distributed substantially 
uniformly on one/first of the substrates 122b; while maintaining a 
predetermined amount of the plurality of color material particles distributed on 
said one substrate 

• superimposing another/second substrate 122a thereon 

• fixing the substrates to one another using the at least one spacer 
wherein 

(Claim 12) 

• the another/second substrate being superimposed with the one/first substrate 
with the at least one spacer there between such that a substantially contact 
distance is maintained between the substrates; an 

• the plurality of color material particles are disposed between the substrates, 
and the spacer comprises a shape that tapers toward the side thereof facing 
the first flat substrate. 

Claims 7 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kobayashi et al. (US6099630A). 

Kobayashi et al. teach (Fig. 4) a method of manufacturing an image display 


medium comprising the steps of: 
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• providing substantially flat substrates, one of the substrates having at least 
one spacer disposed thereon, the substrates being fixable to one another 
using the at least one spacer interposed between the substrates; 

• disposing a plurality of color material particles (dyes) on at least one of the 
substrates; while maintaining the color material particles on the at least one of 
the substrates, 

• superimposing the substrates such that substantially no color material 
particles are disposed on a surface of the at least one spacer opposing one of 
the substrates; 

• fixing the substrates to one another using the at least one spacer, 
wherein an adhesive property of the surface of the at least one spacer opposing 

the one of the substrates is lower than an adhesive property of another of the substrates 
according to claim 8. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 7 and 9 are provisionally rejected under 35 U.S.C. 102(e) as being 
anticipated by copending Application No. US 20020050976 A1 of Yamaguchi et al., 
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which has at least one common inventor with the instant application. Based upon the 
earlier effective U.S. filing date of the copending application, it would constitute prior art 
under 35 U.S.C. 102(e), if published under 35 U.S.C. 122(b) or patented. This 
provisional rejection under 35 U.S.C. 102(e) is based upon a presumption of future 
publication or patenting of the copending application. 

This provisional rejection under 35 U.S.C. 102(e) might be overcome either by a 
showing under 37 CFR 1.132 that any invention disclosed but not claimed in the 
copending application was derived from the inventor of this application and is thus not 
the invention “by another,” or by an appropriate showing under 37 CFR 1.131. This 
rejection may not be overcome by the filing of a terminal disclaimer. See In re Bartfeld, 
925 F.2d 1450, 17 USPQ2d 1885 (Fed. Cir. 1991). 

Yamaguchi et al. teach (Fig. 4) a method of manufacturing an image display 
medium comprising the steps of: 

• providing substantially flat substrates, one of which having at least one spacer 
disposed thereon, the substrates being fixable to one another using the at 
least one spacer interposed between the substrates; 

• disposing a plurality of color material particles on at least one of the 
substrates; while maintaining the color material particles on the at least one of 
the substrates, 

• superimposing the substrates such that substantially no color material 
particles are disposed on a surface of the at least one spacer opposing one of 
the substrates; 
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• fixing the substrates to one another using the at least one spacer. 

• removing the color material particles from the surface of the at least one 
spacer opposing the one of the substrates by vibrating the at least one spacer 
(paragraph 7, “ removing the colored particles from the display surface in the 
non-image area to display the white color of the white liquid” where the non¬ 
image area includes spacers) according to claim 9. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3-6, 10 and 11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kamio et al. (US6154265A) as applied to claim 1 above and further 
obvious as follow: 

Kamio et al. teach further teaches (Fig. 11, the fourth embodiment) a method of 
manufacturing an image display medium comprising the steps of: 

(Claims 3 and 10) 

• disposing the plurality of color material particles comprises the sub-steps of: 
dispersing the color material particles by spraying in a gas or air; thereafter 
supplying the color material particles to the at least one substrate 


(Claim 5) 
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• disposing the plurality of color material particles comprises the sub-steps of: 
accommodating a predetermined quantity of the color material particles in a 
receptacle; thereafter supplying the color materia! particles from the 
receptacle to the at least one if the substrates 

Kamio et al. further teach (Fig. 4, the first embodiment, col. 38 lines 66-67) a 
method of manufacturing an image display medium, the method comprising the steps 
of: 

(Claims 4 and 11) 

• disposing the plurality of color material particles comprises the sub-steps of: 
dispersing the color material particles in a liquid; thereafter supplying the color 
material particles to the at least one substrate (the resins is used in a form of 
solution by using a hydrophilic solvent , such as water or alcohol, providing a 
relatively-high surface energy, singly or in combination). 

Kamio et al. further teach (Figs. 12A-H, the fourth embodiment, col. 38 lines 66- 
67) a method of manufacturing an image display medium, the method comprising the 
steps of: 

(Claim 6) 

• after the step of disposing the plurality of color material particles , the step of 
removing an excess of the color material particles with a blade 100. 

However, the first and fourth embodiments do not specifically disclose that the at 
least one spacer fixes the substrates to one another. 
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It is well known and conventional in the art for using at least one spacer to fix the 
substrates to one another for supporting and maintaining a cell gap between the 
substrates. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to further modify a method of manufacturing an image 
display medium as Kamio et al. (the first and fourth embodiments) disclosed with at 
least one spacer to fix the substrates to one another for supporting and maintaining a 
cell gap between the substrates. 

Response to Arguments 

Applicant's arguments filed on Nov. 21,2003 have been fully considered but they 
are not persuasive. 

Applicant’s ONLY arguments are follow : 

1) Kamino fails to disclose “while maintaining a predetermined amount of the 
plurality of color material particles distributed on the at least one of the substrate, 
superimposing another of the substrates thereon" (page 11 lines 14-18). 

2) Kamino fails to disclose, “the plurality of color material particles are disposed 
between the substrates” as recited in claim 12. 

3) Kobyashi et al. (Fig. 4) fail to disclose “while maintaining a predetermined 
amount of the plurality of color material particles distributed on the at least one of the 
substrate, superimposing another of the substrates such that substantially no color 
material particle are disposed on a surface of the at least one spacer opposing another 
of the substrates" (page 12 line 24 to page 13 line 2). 
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4) Kobyashi et al. (Fig. 4) disclose “ the ink 22 and 16 (and hence particles) on 
the surface of spacer 24 opposing one of the substrates ”. Therefore, Kobyashi et al. 
fail to disclose "no color material particles are disposed on a surface of the at least one 
spacer opposing one of the substrates ” cited in claim 7. 

5) Gamaguchi filed on August 29, 2001 is after the priority filed on Feb. 19, 2001. 

Examiner’s responses to Applicants’ ONLY arguments are follow : 

1) Kamino teaches (col. 46, line 53 to col. 48, line 24) how to maintain the 
predetermined amount of the plurality of color material particles distributed on one of the 
substrates, and to superimpose another substrate thereon. 

Note the rejection to claims 1 and 7, which indicates that the disclosure fails to 
sufficiently support this recitation; however, according to various embodiments as 
shown in different figures, e.g., in figures 3A-B, the predetermined amount of the 
plurality of color material particles distributed on one of the substrates, than in fig. 3C 
the black particles and the white particles attached on an upper surface of the spacer 
are removed by a blade 18 after the state shown in FIG. 3B in which the black particles 
and the white particles are attached on the first substrate; and lastly in fig. 3D the 
second substrate is superimposed thereon to construct an image display medium. 
Therefore, the second substrate can’t not be superimposed while the plurality of color 
material particles are distributing on one of the substrates as alleged and claimed by the 
Applicant. 
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2) Kamino discloses in Fig. 16 that the plurality of color material particles formed 
of different color filters 125 (R/B/G) are disposed between the substrates 122a and 
122b. 

3) Kobyashi et al. (Figs. 1&4) disclose how to maintain the predetermined 
amount of the plurality of color material particles distributed on one of the substrates, 
and to superimpose another substrate thereon. Also see response 1 above. 

4) Kobyashi et al. (Fig. 4) disclose the ink 22 and 16 comprising the solvents 
14/20 and the colored particles 12&18 as Fig. 1 disclosed with details; wherein the 
solvent 20 is on the surface of spacer 24 opposing one of the substrates, but the color 
particles18 is not on the surface of spacer 24 opposing one of the substrates as recited 
in claim 7. 

5) Should applicant desire to obtain the benefit of foreign priority under 35 
U.S.C. 119(a)-(d) prior to declaration of an interference, a translation of the foreign 
application should be submitted under 37 CFR 1.55 in reply to this action. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 


Contact Information 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Julie-Huyen L. Ngo whose telephone number is (571) 
272-2295. The Examiner can normally be reached on T-Friday. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner’s 
Supervisor, Mr. Robert H. Kim can be reached at (571) 272-2293. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
1562. 

April 4, 2004 

Art Unit 2871 





